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IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



IN RE APPLICATION OF 

TAKUJI OKAMOTO, ET AL. 

SERIAL NO: 10/088,505 

FILED: MARCH 28, 2002 

FOR: PROPYLENE POLYMER, AND 
RESIN COMPOSITION AND MOLDED 
PRODUCT THEREOF 

PETITION TO THE COMMISSIONER UNDER 37 C.F.R. §1.181 

COMMISSIONER FOR PATENTS 
ALEXANDRIA, VIRGINIA 22313 

SIR: 

Petitioners respectfully petition the Commissioner to invoke supervisory authority in 
this application and to review and withdraw the Restriction and Election of Species 
Requirement of January 20, 2004, and, in view thereof, withdraw the Office Action mailed on 
April 16, 2004. The facts of this case are as follows. 

This case is a National Stage application of PCT/JP00/06943 filed October 5, 2000. 

A first Office Action on the merits for Claims 1-30 was mailed July 24, 2003 (a copy 
of which is attached herewith). All claims were searched by the Examiner. 

A Response was filed on November 24, 2003 (a copy of which is attached herewith), 
adding only new Claim 3 1 . 

A Restriction and Election of Species Requirement was mailed in this application on 
January 20, 2004 (a copy of which is attached herewith), asserting that the application 
contains inventions or groups of inventions, which are not so linked as to form a single 
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Reply to Office Action of January 30, 2004 



general inventive concept under PCT Rule 13.1 (page 2). On the basis of this assertion, the 
Office required restriction as follows: 

Group I: Claims 1, 6, 7, 12-15, 18, 23, 24 and 27, drawn to a propylene copolymer; 

Group II: Claims 3-5, 8-11, 17, 21, 22, 26 and 31, drawn to propylene 
homopolymer; and 

Group III: Claims 28-30, drawn to a catalyst composition. 

In addition, if Group III is elected, the Examiner required election of a single 
disclosed species identifying the following: 

a catalyst species from Claims 28-30. 

Applicants elected, with traverse . Group II, Claim 3-5, 8-1 1, 17, 21, 22, 26 and 31, 
for further prosecution. No election of species was necessary as Group III was not elected. A 
copy of the Response as filed February 25, 2004, is attached herewith. 

The Restriction and Election of Species Requirement was properly traversed on the 
grounds that the Examiner had already provided an Office Action on the merits for all claims 
and, thus, cannot allege that a burden exists in searching all the claims. 

In addition, Applicants traversed the Restriction and Election of Species Requirement 

on the grounds that the Office did not apply the same standard of unity of invention as the 

International Preliminary Examination Authority. The Authority did not take the position 

that unity of invention was lacking in the International application and examined all claims 

together. A copy of the International Preliminary Examination Report is attached 

herewith. Applicants note that PCT Article 27(1) states: 

"No national law shall require compliance with requirements 
relating to the form and contents of the International application different 
from or additional to those which are provided for in the Patent 
Cooperation Treaty and the Regulations." 
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Reply to Office Action of January 30, 2004 

Another Office Action was mailed on April 16, 2004. Form PTOL-326 characterizes 
the Action as non-final , while at page 4 of the Office Action it is stated that the Action is 
final . A copy of the Office Action is attached herewith. 

The Examiner states that 

"applicant's arguments over the burden of search and standard of 
unity of invention are irrelevant because they are not related to restriction 
requirement as set forth in the previous office action mailed on Jan. 26, 
2004, the election has been treated as an election without traverse. . ." 

The Examiner's position is contrary to law and to the PCT Rules governing this case. 
The arguments are indeed relevant and the election cannot be treated as an election without 
traverse. In addition, the Examiner has not applied the same standard of unity of invention as 
the International Preliminary Examining Authority and is therefore in violation the PCT 
Rules. 

Petitioners submit that to permit the continuance of examination under the standard 
employed in the Restriction Requirement and maintained in the Office Action, would rob 
them of full examination on the merits of that which they have invented. 

Accordingly, Petitioners respectfully petition the Commissioner to invoke its 
supervisory authority in this application and to review and withdraw the Restriction 
Requirement of January 20, 2004, and, in view thereof, withdraw the Office Action mailed on 
April 16, 2004. 
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An early and favorable indication of such action is earnestly solicited. 



Respectfully submitted, 

OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 
Norman F. Obion 
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Application No. 

10/088,505 



Examiner 

Caixia Lu 



Applicants) 
OKAMOTO ETAL. 



Art Unit 
1713 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1 .704(b). 

Status 

!)□ Responsive to communication(s) filed on . 



2a)D This action is FINAL. 2b)E This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-30 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-30 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) C3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)E]AII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3.S Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attachments) 

1) H Notice of References Cited (PTO-892) 4) □ Interview Summary (PTCM13) Paper No(s). 

2) U Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) eg Information Disclosure Statements) (PTO-1449) Paper No(s) g . 6) □ Other 
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Art Unit: 1713 

DETAILED ACTION 
Claim Rejections -35 USC § 112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 8-15 and 28-30 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 8 and 12 

Page 80, line 6 from the bottom and page 83, the last line respectively: non- 
English word is used in the disclosure. 
Claims 28-30 

Page 88, lines 2-3, Page 89, lines 2-3 and page 90, lines 2-3 respectively, the 
phrase "the same as defined in the above general formula (I)" renders the instant claims 
indefinite since the instant claims are not related to "formula (I)". 

Applicants are also urged to check the Specification thoroughly to eliminate all of 
the non-English disclosure. 

Claim Rejections - 35 USC § 102/103 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-15 and 25-27 are rejected under 35 U.S.C. 1 02(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Kashiwamura et al. (EP 0 
818 458). 

(i) Claims 1 , 2 and 25 

In Example 3 of page 21, Kashiwamura teaches a process for preparation of 
copolymer of propylene and 1-octene in the presence of (1,2'-ethylene)(2,r- 
ethylene)bis(indenyl)-zirconium dichloride and a borate cocatalyst, the copolymer 
satisfies the limitation (2) of the instant Claim 1 , however, the properties of H25 and 
W25 of the copolymer are not disclosed. 

It is noted that the catalysts of Example 3 and Example 2 are identical and the 
homopolypropylene prepared in Example 2 has high isotacticity with [mmmm] of 
85.5%. Thus, a skilled artisan would have expected the propylene section in 
propyplene/1-octene copolymer Example 3 would also have high isotacticity which 
translates to low H25, thus, the H25 of Example 3 is expected to be in the H25 range of 
Claim 1, especially, considering how high is H25 of 80%. 

The 1-octene content in the propylene copolymer of Example 3 is 2.7 mol%, a 
skilled artisan would have expected that the incorporation of the 1-octene would have 
soften the propylene copolymer and decreased the stereoregularity which is reflected in 



Application/Control Number: 10/088,505 Page 4 

Art Unit: 1713 

the lowered melting temperature (1 10.3°C) of the copolymer. Thus, the W25 of the 
copolymer are expected to be at least at the lower end of the W25 range of 20-100%. 
fji) Claims 3-1 5 and 26-27 

Kashwamura's Example 6 teaches the homopolymerization of propylene in the 
presence of (1 ,2'-ethylene)(2,1'-ethylene)bis(3-methylindenyl)zirconium dichloride to 
provide a polymer with [mmmm] of 58.6%, [T m ]of 97°C, [rj] of .75 dl/g, and Mw/Mn of 
1 .86. All of the disclosed polymer properties encompass those of the instant claims. 

Kashiwamura does not disclose other properties of the polypropylene such as 
[rrrr/(1-mmmm)] and (mm)x(rr)/(mr) 2 ratios , W25 and fractions of (rmrm). However, 
those properties are controlled by the polymer structure. Because Kashwamura's 
polypropylene is prepared by a metallocene catalyst which is identical or substantially 
identical to those of applicants, one would have expected the structure Kashwamura's 
polymer to be the same or substantially the same as that of the instant claims, thus, 
inherently having properties such as [rrrr/(1-mmmm)] and (mm)x(rr)/(mr) 2 ratios , W25 
and fractions of (rmrm) encompassing those of the instant claims. The fact that the 
disclosed properties of Kashiwamura's polymer are in the ranges of those of the instant 
claims further supports Kashiwamura's polymer to be identical or substantially identical 
to that of the instant claims. 

6. Claims 16-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kashiwamura et al. (EP 0 818 458) in view of Tanizaki et al. (US 5,998,039). 

Kashiwamura's teaching of preparation of propylene polymer is relied upon as 
shown above. While Kashiwamura does not expressly teach preparation of a resin 
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comprising the propylene polymer and a nucleating agent and a molded product from 
the propylene polymer. Preparation of a molding product from a propylene polymer are 
conventional in the art and a nucleating agent are often added to the propylene polymer 
during the melting molding process to increase the crystallization rate in high-speed 
molding process. Such is taught in Tanizaki col. 29, lines 7-10. 

Thus, it would have been obvious to a skilled artisan at the time the invention 
was made to employ Tanizaki's teaching to Kashiwamura's propylene polymer to 
prepared a molding product by introducing a nucleating agent to the polymer since such 
is conventional done in the art to optimize the productivities and enhance crystallinity of 
the molding product and in the absence of showing criticality and unexpected result. 

Claim Rejections - 35 USC § 102 
7. Claims 28-30 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kashiwamura et al. (EP 0 818 458). 

The catalysts used in the working examples as shown above read on the instant 
claims (Examples 3 and 6). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Caixia Lu whose telephone number is (703) 306-3434. 
The examiner can normally be reached on 9:00 a.m. to 3:30 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on (703) 308-2450. The fax phone numbers for 
the organization where this application or proceeding is assigned are (703) 872-9310 for 
regular communications and (703) 872-931 1 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) SOS- 
HQS. 




Caixia Lu, Ph. D. 
Primary Examiner 
Art Unit 1713 

CL 

July 22, 2003 



